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DETAILED ACTION 
Specification 

1 . The disclosure is objected to because of tine following informalities: 

2. Claims 2-7 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for falling to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. 

Claim 2-7 do not pass the test for a proper dependent claim because 
dependent claim 2-7 do not necessarily include every limitation of the parent claims. 
Therefore, the dependent claim could conceivably be infringe on claim 1 . 

3. Claim 8 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. 

Claim 8 does not pass the test for a proper dependent claim because 
dependent claim 8 does not necessarily include every limitation of the parent claims. 
Therefore, the dependent claim could conceivably be infringe on claim 1 . 

4. Claims 9-1 0 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent subcombination form for failing to further limit the subject matter of a 
previous claim. Applicant is required to cancel the claim(s), or amend the claim(s) to 
place the claim(s) in proper dependent form, or rewrite the claim(s) in independent form. 
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Claim 9-10 does not pass the test for a proper dependent subcombination 
claims because dependent claim 9 or 10 does not necessarily include every limitation 
of the parent claims. Therefore, the dependent claim could conceivably be infringe on 
claims 1 and 8. See Ex parte Porter, 25 USPQ2D 1 144. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following Is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification sliall conclude witln one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 , line 3 recites the limitation "the reference frame". 
There is insufficient antecedent basis for this limitation in the claim. 

Claim 4, line 2 recites the limitation "the configuration". 
There is insufficient antecedent basis for this limitation in the claim. 

7. Claim 4, line 3 recites "its." This limitation renders the claim indefinite 
because one cannot be certain what "its" is intended to refer to. 

Claim 6, lines 2-3 recite the limitation "the acquisition of two images". 
There is insufficient antecedent basis for this limitation in the claim. 
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Claim 7, lines 4 recites the limitation "impressions". 
There is insufficient antecedent basis for this limitation in the claim. 

Claim 7, line 5 recites the limitation "the projection". 
There is insufficient antecedent basis for this limitation in the claim. 

Claim 8, line 4 recites "it." This limitation renders the claim indefinite 
because one cannot be certain what "it" is intended to refer to. 

Claim 8, line 5 recites the limitation "the determination directions being 
non coplanar". There is insufficient antecedent basis for this limitation in the 
claim. 

Claim 9, line 2 recites the limitation "the cylinders". 
There is insufficient antecedent basis for this limitation in the claim. 

8. Claim 1 recites "a method for determining the position of a device providing 

images by mean of x ray " but, since the claim does not set forth any steps involved 

in the method/ apparatus, it is unclear what method/process applicant is intending to 
encompass. The body of the claims appears to set forth method steps although no 
positive, active method steps are recited to define a method claim. 

9. Claims 2-7 recite "the device claim ", but, since the claim does not set forth 

any positive structural limitations involved in the apparatus, it is unclear what apparatus 
applicant is intending to encompass. The body of the claims appears to indicate an 
apparatus claim although no apparent structural limitations are set forth to define the 
apparatus. 



Application/Control Number: 10/518,724 Page 5 

Art Unit: 3768 

1 0. Claims 8-1 0 recite "a target for the device. . ." but, since the claim does not set 
forth any steps or positive structural limitations involved in the method/ apparatus, it is 
unclear what method/ apparatus applicant is intending to encompass. The body of the 
claims appears to indicate an apparatus claim although no apparent structural 
limitations are set forth to define the apparatus. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by another filed in the United 
States before the invention by the applicant for patent or (2) a patent granted on an application for patent by another filed in the 
United States before the invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351 (a) shall have the effects for purposes of this subsection of an application filed in the United States only if 
the International application designated the United States and was published under Article 21 (2) of such treaty in the English 
language. 

12. Claims 1-7 are rejected under 35 U.S.C. 102(e) as being anticipated by Zheng et 
al (Patent 7,117,027) 

1 3. Re Claims 1 -3 and 7: Zheng et al teach a method for determining the position of 
a device providing images by means of X rays with respect to the reference frame as 
an image of an object is taken characterized in that the position of the device (1 6) with 
respect to a reference frame is determined based on the determination of the position 
with respect to the device (16) (See Col. 7, lines 1-14, Col. 4, lines 54-67) of a target 
(1) , mechanically connected to the object (bone) , by means of the impression (29) of 
the target on the image, a localization system (4) and a rigid localization body (2) 
mechanically connected to the target. 
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14. Re Claims 4-6: Zheng et al teach a system for determining tlie position of a 
device having a configuration of the target is determined by a feeler (22) connected to a 
rigid localization body (28) having its position with respect to the reference frame 
determined by a localization system and the target is capable of been removed from the 
object between the acquisition of two images (first and second images) (See Col.7, 
lines 52-67). 

Claim Rejections - 35 USC § 103 

1 5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claims 8-1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Zheng et al (Patent 7,117,027) as applied in claim 1,in view of Krause et al (US Pub. 
2004/0068187 Al). 

17. Zheng et al teach the claimed invention see supra rejection, Zheng et al does 
not teach that the target comprises X rays transparent elements and X rays opaque 
elements and a hold means. 

1 8. Krause et al teach a system for determining the position of a device wherein a 
target comprises X rays transparent elements, X rays opaque elements and a hold 
means (See Figs 18,19,27 Paragraph [0174], [0178] and [0183]) in order to assist 
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orthopedic surgeon to generate a computer-based 3D model of a patient's bone and 
computer-based surgical plans. 

It would have been obvious to one having ordinary skill in the art at the time 
invention was made to modify the system/method for determining the position of a 
device of Zheng et al to Include a target which comprises X rays transparent elements 
and X rays opaque elements and a hold means of Krause et al in order to assist 
orthopedic surgeon to generate a computer-based 3D model of a patient's bone and 
computer-based surgical plans (See Paragraph [0003] ) as taught by Krause et al. 
Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LAWRENCE N. LARYEA whose telephone number is 
(571)272-9060. The examiner can normally be reached on 9:30 a.m.-5:30 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571-272-4956. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/518,724 Page 8 

Art Unit: 3768 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



LNL 



/Eric F Winakur/ 

Primary Examiner, Art Unit 3768 



